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Applicant's Response 

Applicant's amendments of 13 January 2009 have overcome the specification 
objections, the indefiniteness and written description rejections, and the art rejections of 
record. The enablement rejection has been withdrawn-in-part based upon Applicant's 
amendments, as discussed below. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
Claim Objection 

Claims 18-19 remain objected to for encompassing non-elected subject matter, 
namely replicating RNA molecules. 
Request for Rejoinder 

Applicant requests that claims 24-25 and 27-29 be rejoined, asserting that there 
would be no undue burden to search or examine these claims, because they depend 
upon claims previously examined. The Examiner maintains that the subject matter of 
these claims, namely sequences conferring seed or seedling sterility in the F1 progeny 
generation, sequences encoding enzymes which alter plant hormone production and 
thus hinder mature plant development, and methods for evaluating seed or seedling 
sterility; were not examined and would constitute an additional burdensome search and 
examination. 
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Indefiniteness 

Claims 2, 30 and 34 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 2, 30 and 34 are indefinite in their recitation of "said product of interest" 
which lacks antecedent basis in amended claim 2, or in amended claim 1 on which 
claims 30 and 34 depend. 

Replacement of "product" with —protein— in claim 2, part (a), penultimate line; 
claim 30, line 1 ; and claim 34, line 2 would obviate this rejection. 
Enablement 

Claims 1-2, 12-13, 18, 30-34 and 36 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for claims limited to methods 
for plant transformation with plant geminiviral origins of replication and replicase genes, 
does not reasonably provide enablement for claims broadly drawn to plant 
transformation with animal genimiviral sequences. The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention commensurate in scope with these claims, 
as stated on pages 7-10 of the last Office action. 

Applicant's arguments filed 13 January 2009 have been fully considered but they 
are not persuasive. Applicant urges that the claim amendments to recite "plant 
geminiviral" sequences, recombinase systems, and replicase protein-encoding genes, 
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obviate the enablement rejection. The Examiner maintains that only claim 19 is limited 
to plant geminiviral sequences. 

Amendment of claims 1-2 to insert —plant— before "geminiviral", each 
occurrence; and cancellation of claim 19, would obviate this rejection. 

Anticipation 

Claim 36 is rejected under 35 U.S.C. 102(e) as being anticipated by Lyznik et al 
(US 7,164,056, effectively filed 03 May 2002). 

The claim is drawn to a seed "producible" by the process of claim 1 . Claim 1 
recites a method for crossing a first plant comprising a protein-encoding gene and a 
geminiviral replicon comprising a geminiviral origin of replication and a geminiviral 
replicase gene, with a second plant comprising a recombinase gene, to produce F1 
seed, followed by extraction from the seed of the protein encoded by the gene. The F1 
seed would comprise in its genome the protein-encoding gene, the complete geminiviral 
replicon, and the recombinase gene. 

Lyznik et al teach a seed comprising a protein-encoding gene, a geminiviral 
origin of replication and geminiviral replicase gene, additionally comprising a 
recombinase gene, as discussed on page 20 of the last Office action. 

The seed taught by Lyznik et al, comprising all of the genetic components of the 
seed produced by the method of claim 1, would have been indistinguishable from the 
seed produced by the method of claim 1 , even though the methods used to produce the 
seeds were different. 

See In re Best and In re Thorpe cited previously. 
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Claims 1-2, 12-13, 18-19, 30-34 and 36 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Yadav et al (US 6,632,980 filed 17 November 1999). 

The claims are drawn to a method of crossing a first plant comprising a protein- 
encoding gene and a geminiviral replicon comprising a geminiviral origin of replication 
and a geminiviral replicase gene, with a second plant comprising a recombinase gene, 
to produce F1 seed comprising a replicating DNA comprising the replicon, protein- 
encoding gene and recombinase-encoding gene; followed by extraction from the seed 
of the protein encoded by the gene; wherein the geminivirus may be a plant geminivirus, 
wherein the protein may be foreign to the plant, wherein monocots or dicots may be 
employed, wherein an autonomous plasmid is generated by the combination of the 
geminiviral replicon and the recombinase gene into a single plant genome, wherein the 
transcription of the gene(s) involved in the production of the replicating DNA may be 
controlled by a chemically regulated or seed-specific promoter, wherein the protein 
accumulates in seed or embryo/endosperm tissue as the result of the production of the 
replicating DNA, and wherein male sterility is used to effect the initial cross between the 
two plants. 

Yadav et al teach a method of crossing a first plant comprising integrated into its 
chromosomal genome a protein-encoding gene and an "inactive" plant geminiviral 
replicon comprising an origin of replication and inherently comprising a replicase gene, 
with a second plant comprising a recombinase-encoding gene, wherein the seed and 
progeny of said cross comprise a replicating and autonomous DNA molecule (or "active" 
geminiviral replicon) as the result of the recombinase-mediated release of the 
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geminiviral replicon from the chromosomal genome of the first plant, wherein the 
recombinase-encoding gene may be under the control of a chemically regulated or 
seed-specific promoter for the production of the replicating DNA molecule specifically in 
seeds, wherein the protein produced by the protein-encoding gene may be 
overexpressed and extracted from the seed, wherein the protein may be a foreign 
protein including seed storage proteins or pest resistance proteins, wherein monocots 
such as corn and dicots such as tobacco may be employed, and wherein male sterility 
may be employed in the cross. 

See, e.g., Figures 1-2 and 7; claims 1-3, 5-7 and 13; column 10, lines 4-37; 
column 14, lines 30-34 and 59-64; column 15, lines 36-56; column 16, lines 28-34; 
column 1 7, lines 1 0-1 7; column 1 8, lines 5-7 and 46-61 ; column 20, line 54 through 
column 21 , line 1 0; column 22, lines 33-35; column 24, line 6 through column 25, line 
28; column 26, lines 35-48; column 32, lines 9-20; column 33, lines 30-42; column 36, 
line 12 through column 37, line 1 . 

Allowable Subject Matter 

Amending the claims to recite that the first and second plant each comprise a 
gene encoding a portion of the protein of interest, in addition to the geminiviral replicon 
and recombinase gene, wherein neither the first nor the second plant comprise the 
entire protein of interest; if basis exists for same; would obviate the art rejections above. 

Conclusion 

No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David T. Fox whose telephone number is (571) 272- 
0795. The examiner can normally be reached on Monday through Friday from 10:30AM 
to 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg, can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/David T Fox/ 

Primary Examiner, Art Unit 1638 
March 10, 2009 



